UNITED STATES DEPARTMENT OF COMMERCE 
I nind Stall-, Patent and Trademark Office 

( MM] l- OKl'Ml \ 



APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/685,206 10/14/2003 John Browning 314764US6 4093 



22850 7590 08/09/2010 

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



NOTIFICATION DATE DELIVERY MODE 



08/09/20 1 0 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 



The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

patenldockcHo'oblon.com 
oblonpat@oblon.com 
j gardner @ oblon. com 




United States Patent and Trademark Office 



FIELDS, BENJAMIN S 



PAPER NUMBER 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/685,206 


Applicant(s) 

BROWNING ET AL. 


Examiner 

BENJAMIN S. FIELDS 


Art Unit 

3684 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 07 June 2010 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-10 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20100802 



Application/Control Number: 10/685,206 Page 2 

Art Unit: 3684 

DETAILED ACTION 

Introduction 

1. The following is a FINAL Office Action in response to the communication 
received on 7 June 2010. Claims 1-10 are now pending in this application. 

Response to Amendments 

2. The Examiner wishes to acknowledge the transfer of the instant application from 
Examiner Heather Beegle to Examiner Benjamin S. Fields (within the same Art Unit, 
3692) as of 15 July 2008. From this point forward, Examiner Fields will be the point of 
contact in regards to this application. 

3. The Examiner holds the originally asserted Double Patenting rejection in 
abeyance per Applicants request pending the patentability of copending Application No. 
11/328,362. 

4. The Examiner acknowledges the Applicants remarks and comments regarding 
the originally asserted 35 U.S.C. 101 Rejection of Claims 1-10, however, maintains the 
rejection. The Examiner notes that the steps within Claims 1-10 are not properly tied to 
the/any machine/apparatus which is being claimed. The scope of the claims in this 
regard is not clear. Thus, because Claims 1-10 are not tied to a particular machine or 
apparatus nor do they transform a particular article into a different state or thing, they 
thereby fail the machine-or-transformation test; therefore, claims are non-statutory 
under § 101. 
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5. Applicants Amendments to Claims 1-10 has been acknowledged in that: Claim 1 
has been newly amended : NO Claims have been cancelled : NO Claims have been 
newly added : hence, as such, Claims 1-10 are pending in this application . 



Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 1-10 are rejected under 35 U.S.C. 101 because the claimed invention is 
not directed to a secondary statutory subject matter/class. 



A claimed process is eligible for patent protection under 35 U.S.C. § 101 if: 

"(1) it is tied to a particular machine or apparatus, or (2) it transforms a 
particular article into a different state or thing. See Benson , 409 U.S. at 
70 (Transformation and reduction of an article 'to a different state or 
thing' is the clue to the patentability of a process claim that does not 
include particular machines.'); Diehr , 450 U.S. at 192 (holding that use of 
mathematical formula in process 'transforming or reducing an article to a 
different state or thing' constitutes patent-eligible subject matter); see 
also Rook, 437 U.S. at 589 n.9 ('An argument can be made [that the 
Supreme] Court has only recognized a process as within the statutory 
definition when it either was tied to a particular apparatus or operated to 
change materials to a 'different state or thing' '); Cochrane v. Deener , 94 
U.S. 780, 788 (1876) ('A process is. ..an act, or a series of acts, 
performed upon the subject-matter to be transformed and reduced to a 
different state or thing.'). 7 A claimed process involving a fundamental 
principle that uses a particular machine or apparatus would not pre-empt 
uses of the principle that do not also use the specified machine or 
apparatus in the manner claimed. And a claimed process that 
transforms a particular article to a specified different state or thing by 
applying a fundamental principle would not pre-empt the use of the 
principle to transform any other article, to transform the same article but 
in a manner not covered by the claim, or to do anything other than 
transform the specified article." {In re Bilski, 88 USPQ2d 1385, 1391 
(Fed. Cir. 2008)) 



Application/Control Number: 10/685,206 Page 4 

Art Unit: 3684 

As noted in Bilski: "[A] Process claim that recites fundamental principle, and that 
otherwise fails 'machine-or-transformation' test for whether such claim is drawn to 
patentable subject matter under 35 U.S.C. §101, is not rendered patent eligible by mere 
field-of-use limitations; another corollary to machine-or-transformation test is that 
recitation of specific machine or particular transformation of specific article does not 
transform unpatentable principle into patentable process if recited machine or 
transformation constitutes mere 'insignificant post-solution activity.'" (In re Bilski, 88 
USPQ2d 1385, 1385 (Fed. Cir. 2008)) Examples of insignificant post-solution activity 
include data gathering and outputting. Furthermore, the machine or transformation 
must impose meaningful limits on the scope of the method claims in order to pass the 
machine-or-transformation test. Please refer to the USPTO's "Guidance for Examining 
Process Claims in view of In re Bilski" memorandum dated January 7, 2009, 
hjtpj//wwwj i ^ . 

Point of Importance : It is also noted that the mere recitation of a machine in the 
preamble in a manner such that the machine fails to patentably limit the scope of the 
claim does not make the claim statutory under 35 U.S.C. § 101, as seen in the Board of 
Patent Appeals Informative Opinion Ex parte Langemyr et al. (Appeal 2008-1495), 
http:/Vwww.uspto.qov/web/offices/dcom/bpai/its/fd081 495.pdf . 

8. Referring to Claims 1-10 : The Examiner notes that the steps within Claims 1-10 
are not properly tied to the/any machine/apparatus which is being claimed. The scope 
of the claims in this regard is not clear. Thus, Claims 1-10 are not tied to a particular 
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machine or apparatus nor do they transform a particular article into a different state or 
thing, thereby failing the machine-or-transformation test; therefore, claims are non- 
statutory under § 101. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1-3, 6, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Anderson (US PG Pub. No. 2004/0010466), [hereinafter Anderson] in view of Pine 
et al. (US PG Pub. No. 2002/0032648), [hereinafter Pine]. 

Referring to Claim 1 : Anderson shows a method for providing recovery for 
consumer victims of check fraud (Anderson: Abstract; Figures), comprising: receiving 
from said consumer an order for printing a series of checks for a checking account, 
wherein the order includes an order for check fraud protection (Anderson: Abstract; 
Page 5, Paragraph 00050); printing checks according to the order (Anderson: Page 1, 
Paragraph 0002-Page 3, Paragraph 0033); recording a range of numbers of the checks 
in such order (Anderson: Page 5, Paragraph 0050; Page 6, Paragraph 0067); receiving 
from the consumer a notification of an occurrence of check fraud against a check within 
the range of numbers of the Checks in such order (Anderson: Page 5, Paragraph 0050; 
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Page 6, Paragraph 0067); and reimbursing to the consumer an amount of money paid 
from the consumer's checking account and fees arising from the check fraud (Anderson: 
Page 5, Paragraph 0050; Page 6, Paragraph 0067). 

Anderson, however, does not expressly discuss receiving from the consumer a 
power of attorney authorizing pursuit of a claim of recovery from the check fraud. 

Pine, in a similar environment, teaches receiving from the consumer a power of 
attorney authorizing pursuit of a claim of recovery from the check fraud (Pine: Page 1, 
Paragraph 0003-Page 2, Paragraph 0017; Claims 1-4). 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify the practice of Anderson for a financial instrument system providing 
multiple transaction information reporting and storing options and fraud and warranty 
protection with the features of Pine for a method for installing credit card processing for 
internet merchants for the purpose of enhancing the rate of electronic transactions 
which occur via the world wide web/internet (Pine: Page 1, Paragraph 0013). 

Referring to Claim 2 : Anderson discloses a method, wherein the check fraud is 
selected from the group consisting of: legitimate blank check that is forged with an 
authorized signature (Anderson: Page 5, Paragraph 0050-Page 6, Paragraph 0067); 
legitimate check that is endorsed and presented by other than the designated payee 
based upon a fraudulent endorsement (Anderson: Page 5, Paragraph 0050; Page 6, 
Paragraph 0067); and legitimate check that is altered to benefit an altering party 
(Anderson: Page 5, Paragraph 0050; Page 6, Paragraph 0067). 
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Furthermore, the Examiner wishes to note that the group of fraud selection 
chosen herein to be old, common, and well known within the art. 

Referring to Claim 3 : Anderson teaches a method, wherein the printing checks 
further comprises printing indicia upon each check to signify a check fraud protection 
program (Anderson: Page 5, Paragraph 0050; Page 6, Paragraph 0067). 

Referring to Claim 6 : Anderson discloses a method, wherein the receiving a 
power of attorney to pursue a claim for recovery for the check fraud further comprises 
receiving an assignment of a right of recovery by the consumer (Pine: Page 1, 
Paragraph 0003-Page 2, Paragraph 0017; Claims 1-5). 

Referring to Claim 8 : The Examiner notes a method, wherein the consumer's 
checking account comprises a personal checking account to be rendered as an obvious 
design choice variant. Thus, such material will not distinguish the claimed invention 
from the prior art in terms of patentability (See In re Fout, 213 USPQ 532 (CCPA 1982), 
In re Siebentritt, 152 USPQ 618 (CCPA 1967)) -the choice of diversifying a consumer's 
[individuals] checking account is old, well known, and common within the financial 
arena. 

11. Claims 4-5, 7, 9, and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Anderson (US PG Pub. No. 2004/0010466), [hereinafter Anderson] in 
view of Pine et al. (US PG Pub. No. 2002/0032648), [hereinafter Pine] further in view of 
Gallagher ("St. Louis Post-Dispatch Personal Finance Column", St. Louis Post- 
Dispatch, July 20, 1996), [hereinafter Exhibit U]. 
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Referring to Claims 4-5 : Anderson in view of Exhibit U discusses a method, 
wherein the receiving notification of the occurrence of check fraud further comprises 
receiving documented proof of the check fraud (Anderson: Page 5, Paragraph 0050- 
Page 6, Paragraph 0067). 

The Examiner notes that Claim 5 would serve as a means of proof for Claim 4. A 
police report (Exhibit U) would serve as an excellent means of documented proof that 
fraud has in fact occurred. Additionally, however, it should be noted that such proof is 
common, old, and well known within the art. 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify the practice of Anderson for a financial instrument system providing 
multiple transaction information reporting and storing options and fraud and warranty 
protection with the feature of receiving documented proof of the check fraud such that 
an individual could resolve fraudulent attempts and attain desired results. 

Referring to Claim 7 : Anderson in view of Pine teaches the limitations of Claim 1 . 

Anderson in view of Pine, however, does not expressly discuss upon receiving 
notification of the check [fraud] claim, printing a new series of checks for a new 
checking account that receives the consumer's funds after an original, compromised 
checking account is closed. 

Exhibit U, in a similar environment, shows the approach taken as in the instant 
claim to be old, common, and well known within the art. The reason for, "upon receiving 
notification of the check [fraud] claim, printing a new series of checks for a new 
checking account that receives the consumer's funds after an original, compromised 
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checking account is closed", is to deter repeated attempts, if any, of the fraudulent 
activity (See Exhibit U). 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify the practice of Anderson for a financial instrument system providing 
multiple transaction information reporting and storing options and fraud and warranty 
protection with the feature of printing a new series of checks such that an individual 
could resolve fraudulent attempts and attain desired results. 

Referring to Claim 9 : Anderson in view of Pine teaches the limitations of Claim 1 . 

Anderson in view of Pine, however, does not expressly show a method, further 
comprising: receiving, from the consumer, an assignment of a right of recovery against 
a financial institution upon which the check is drawn. 

Exhibit U, in a similar environment, shows a method, further comprising: 
receiving, from the consumer, an assignment of a right of recovery against a financial 
institution upon which the check is drawn (Exhibit U). 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify the practice of Anderson for a financial instrument system providing 
multiple transaction information reporting and storing options and fraud and warranty 
protection with the feature of attaining recovery such that an individual could resolve 
fraudulent attempts and attain desired results. 

Referring to Claim 10 : Anderson in view of Pine teaches the limitations of Claim 

1. 
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Anderson in view of Pine, however, does not expressly disclose a method 
wherein the power of attorney and the assignment assign rights to a check printer, the 
method further comprising: using the power of attorney to pursue recovery from the 
financial institution for the check printer. 

Exhibit U, in a similar environment, discusses a method wherein the power of 
attorney and the assignment assign rights to a check printer, the method further 
comprising: using the power of attorney to pursue recovery from the financial institution 
for the check printer (Exhibit U). 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify the practice of Anderson for a financial instrument system providing 
multiple transaction information reporting and storing options and fraud and warranty 
protection with the feature of attaining recovery such that an individual could resolve 
fraudulent attempts and attain desired results. 



Response to Arguments 

12. Applicants arguments filed 7 June 2010 have been fully considered but have 
been found to be moot and non-persuasive in view of the Examiner's comments which 
follow herein. Please reference the Applicants arguments submitted 7 June 2010. 
Regarding Argument 
The Examiner respectfully disagrees. The applicants argue that Pine teaches 
limited power of attorney which grants authority to perform the necessary steps that will 
allow the electronic merchant to accept credit card, whereas the current application 
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claims a power of attorney to pursue a claim for recovery for check fraud. It should be 
noted that Anderson, however, does not expressly discuss receiving from the consumer 
a power of attorney authorizing pursuit of a claim of recovery from the check fraud. 
Pine, in a similar environment, teaches receiving from the consumer a power of attorney 
authorizing pursuit of a claim of recovery from the check fraud (Pine: Page 1 , Paragraph 
0003-Page 2, Paragraph 0017; Claims 1-5). Thus, Pine teaches the limited power of 
attorney that corresponds to the power of attorney claimed by the applicant. The 
Applicants have also affirmed such on page 8 of the current argument/response. In 
regards there being no suggestion to combine the references, the examiner recognizes 
that obviousness can only be established by combining or modifying the teachings of 
the prior art to produce the claimed invention where there is some teaching, suggestion, 
or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071,5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992). In this case, Pine explicitly states "obtains a limited power of attorney from 
that merchant enabling a responsible named party to act on behalf of the electronic 
merchant". Additionally, regarding the Anderson and Pine references being 
combinable, the Examiner will present the following case law for the convenience and 
review of by the Applicants: 

In re Dembiczak, 50 USPQ2d 1614. We have noted that evidence of a 
suggestion, teaching, or motivation to combine may flow from the prior art references 
themselves, the knowledge of one of ordinary skill in the art, or, in some cases, from the 
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nature of the problem to be solved. Furthermore, broad conclusory statements 
regarding the teaching of multiple references, standing alone, are not evidence. 

13. The arguments as filed 7 June 2010 have been fully considered but have been 
found to be moot and non-persuasive. As the remaining claims depend directly or 
indirectly from the independent claims mentioned/discusses above, the Examiner 
maintains all previously asserted rejections. 

Conclusion 

14. Accordingly, THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication should be directed to BENJAMIN S. 
FIELDS at telephone number 571.272.9734. The examiner can normally be reached 
MONDAY THRU FRI between the hours of 9AM and 7PM. If attempts to reach the 
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examiner by telephone are unsuccessful, the examiner's supervisor, KAMBIZ ABDI can 
be reached at 571.272.6702. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Thomas Dixon/ 

Primary Examiner, Art Unit 3684 

Benjamin S. Fields 
7 June 2010 



